United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 223 13-1450 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



10/037,987 



01/04/2002 



40990 7590 05/17/2004 

acushnet company 
333 bridge street 

P. O. BOX 965 
FAIRHAVEN, MA 02719 



Murali Rajagopalan 



B0 1-30 



7852 



BUTTNER, DAVID J 



ART UNIT 



PAPER NUMBER 



1712 

DATE MAILED: 05/17/2004 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summarv 


Application No. 

10/037,987 


Applicant(s) 

RAJAGOPALAN ET AL. 


Examiner 

David Buttner 


Art Unit 

1712 





The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 
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Election of ZnO particles is acknowledged. Claims 1, 10-13 and 16-37 read on 
the election. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 

form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e)the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1 and 16-19 are rejected under 35 U.S.C. 102(e) as anticipated by or, in 
the alternative, under 35 U.S.C. 103(a) as obvious over the Shira '666 Patent. 

Shira adds nanoparticles such as hafnium oxide and tungsten (example 1) to golf 
ball covers. The golf ball can have multiple layers (col. 1 line 51). In a three layer ball, 
the middle layer can be considered an outer core, the mantle or an inner cover. It is 
merely a matter of choice which designation is selected. 

Claims 1 , 10, 11, and 1 6 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over the Majumdar 2003/0100656 Publication. 
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Majumdar (abstract) discloses blends of polyetheramide and clay. The clay 
(paragraph 32) is of submicron size. The composition is useful is golf balls (paragraph 
73). 

Majumdar does not describe the golf ball as having a core and cover, but this 
arrangement is the most common structure for commercial golf balls. It would have 
been obvious to employ Majumdar's composition in two piece golf balls. 

Claims 1,10 and 1 6 rejected under 35 U.S.C. 1 02(b) as being anticipated by 
Kent '231. 

Kent exemplifies (#1) adding submicron size silica to polyisoprene. The 
composition is used as a golf ball cover (col. 5 line 11). 

Claims 1, 10, 16, 28, and 35-37 are rejected under 35 U.S.C. 102(b) as being the 
Kamata '810 Patent. 

Kamata exemplifies golf ball cores having calcium carbonate. The size of the 
calcium carbonate is 0.035 - 0.010 microns (abstract). 

Claims 1, 10, 12, 13, 16-20 and 28-37 are rejected under 35 U.S.C. 102(b) as 
anticipated by or, in the alternative, under 35 U.S.C. 103(a) as obvious over the 
J1 124441 9 Patent. 

The reference is believed to exemplify (page 7) multilayer golf balls having 0.4 
micron ZnO in the inner core or alternatively in the outer core. The cover can be 
polyurethane (paragraph 32), have multiple layers (paragraph 33), have a shore D of 
45-65 (paragraph 33) and have an overall compression of 2.6-3.8 mm under 100 kg 
(paragraph 35). This compression inherently corresponds to applicant's ATTI 
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compression (see figure 7 correlation in Science and Golf IV). The amount of ZnO can 
be as low as 5 parts (paragraph23). 

Claims 1, 10, 12, 13, 16-21 and 28-37 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over the J1 1244419 Patent in view of WO 01/43832. 

J'419 suggests polyurethane covers, but does not teach saturated 
polyurethanes. Saturated (ie nonaromatic) polyurethanes are more UV stable than 
aromatic polyurethanes (page 1 line 9 of WO 01/43832). 

It would have been obvious to choose a saturated urethane for J '41 9's cover for 
superior UV stability. 

Claims 1, 10, 12, 13, 16-20 and 22-37 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over the J1 1244419 patent in view of Herbert '172. 

J1 1244419 suggests multilayer covers but does not provide thickness or 
hardness details. 

Herbert (col. 5 lines 27-40) describes such inner cover properties contribute to 
the balls low spin and distance. 

It would have been obvious to ensure the suggested multlayer cover of 
J1 1244419 has the thickness/hardness taught by Herbert for the expected advantages. 

Claims 1, 10, 11, 16-20 and 22-37 are rejected under 35 U.S.C. 102(a) as 
anticipated by or, in the alternative, under 35 U.S.C. 103(a) as obvious over the 
Cavallaro 2001/0024982 Publication. 
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Cavallaro teaches multilayered golf balls having a thermosett urethane cover 
(see example, paragraph 122). Fillers such as nanoparticles (paragraph 110) may be 
added. 

Although Cavallaro doesn't describe the makeup of the nanoparticle, applicant's 
claim to " organic, inorganic or metallic" appears to encompass all possibilities. Any 
nonoparticle selected for use in Cavallaro's ball would inherently meet the claims. 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and, In re Thorington, 
41 8 F.2d 528, 1 63 USPQ 644 (CCPA 1 969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1 .130(b). 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Claims 1, 10, 12, 13, and 16 are rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 16-23 of U.S. 
Patent No. 67101 14. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because the patent also claims nanoparticles with 
polybutadiene in golf balls. It is clear that the patent intends to encompass nano ZnO in 



small quantities (col. 7 line 25-32). 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to David Buttner whose telephone number is (571 ) 272- 
1084. The examiner can normally be reached on Weekdays from 10:00 am to 5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on (571 ) 272-1 119. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




D. Buttner/af 
May 13, 2004 




